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DETAILED ACTION 
Claim Rejections ■35USC§112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall ccinclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1-3 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject hiatter which 
applicant regards as the invention. The applicant in amended claim 1 recites "an outer 
tube portion surrounding the outer tube portion," based on this claim language it is 
unclear what structure is being described. Thus, the claim is indefinite, vague, and 
unclear, under 35 U.S.C. 1 12, second paragraph, because one cannot detemnine what 
the applicant is claiming. Accordingly, the claims below will be rejected on the merits in 
the manner that this limitation is best understood. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by JP 58-3081 1 
(1983). 

An upper mount comprising a body-side member fixed to a body and a 
suspension-side member fixed to a suspension, wherein 
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the body-side member comprises an inner tube portion and an outer tube 
portion surrounding the outer tube portion (Figs. 1 and 2) (as is best understood 
by examiner [see 35 U.S.C. 112(2) rejection]), 

the suspension-side member (Figs. 1 and 2) is formed in a hollow cil'cular 
shape and slidably mounted to the body-side member with a sealed apace 
formed between the suspension-side member and the body-side member (Fig. 
2); 

the inner tube portion (Fig. 2) of the body-side member is arranged to be 
inserted Into a hollow region of the suspension-side member and the suspension- 
side member is arranged to be inserted into the outer tube portion of the body- 
side member, when the suspension-side member is mounted to the body-side 
member (Fig. 2), 

the outer tube portion of the body-side member is provided with at least 
one fluid passage hole (Fig. 2) for supplying a fluid to the sealed space from 
outside and at least another fluid passage hole for discharging the fluid from the 
sealed space; and 

a spacing of the sealed space of the suspension-side member is made 
changeable by supplying the fluid to the sealed space (Fig. 2). 



5. Claims 1 and 2 are rejected under 35 U.S.C. 102(b) as being anticipated by JP 2- 
60736. 
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An upper mount comprising a body-side member fixed to a body and a 
suspension-side member fixed to a suspension, wherein 

the body-side member (Figs. 3 and 4) comprises an inner tube portion and 
an outer tube portion surrounding the outer tube portion (Figs. 3 and 4, as is best 
understood by examiner), 

the suspension-side member is formed in a hollow circular shape and 
slidably mounted to the body-side member with a sealed apace formed between 
the suspension-side member and the body-side member (Figs. 3 and 4); 

the inner tube portion (Figs. 3 and 4, Element 10) of the body-side 
member is arranged to be inserted into a hollow region of the suspension-side 
member and the suspension-side member is arranged to be inserted into the 
outer tube portion of the body-side member, when the suspension-side member 
is mounted to the body-side member, 

the outer tube portion (Figs. 3 and 4) of the body-side member is provided 
with at least one fluid passage hole for supplying a fluid to the sealed space from 
outside and at least another fluid passaige hole for discharging the fluid from the 
sealed space (Figs. 3 and 4); and 

a spacing of the sealed space of the suspension-side member is made 
changeable by supplying the fluid to the sealed space (Figs. 3 and 4). 
Moreover, with respect to claim 2, JP 2-60736 is characterized in that a stopper 
(Figs. 3 and 4, portion that extends laterally from element 15) that makes the spacing of 
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the sealed space constant is provided on tlie body-side member (note particularly, Fig. 
3, how portion is resting on the stopper and it is keeping sealed space constant). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl<;ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over JP 2- 
60736 in view of Fujii (U.S. 4,216,977). JP 2-60736 additionally discloses all of the 
limitations of claim 3, except it does not appear to specifically disclose the use a 
mechanism providing fluid to the sealed space from a pump via an electromagnetic 
valve, although said valves are old and well known in the art. Fujii discloses a 
mechanism for providing fluid to the sealed space from a pump via an electromagnetic 
valve for use in suspension systems for vehicles (Fig. 1 ; Col. 1 , to Col. 4, Line 35). It 
would have been obvious to one of ordinary skill in the art at the time of invention to 
have further modified JP 2-60736 to utilize electromagnetic valves, in view of the 
teachings of Fujii, so as to provide a convenient, efficient and reliable means for 
actuating the system taught by the combination of JP 2-60736. Moreover, making this 
modification would be obvious under 35 U.S.C. 103(a) as the result obtained is no more 
than the simple substitution of one known element for another or the mere application of 
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a known technique to a piece of prior art ready for improvement yielding a predictable 
result that is old and well known in the art. 

Response to Arguments 

8. Applicant's arguments with respect to claims 1-3 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, hovyever, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph Rocca whose telephone number is 571-272- 
5191. The examiner can normally be reached on 8:30 AM to 5:00 PM, Monday through 
Friday. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Paul Dickson can be reached on 571-272-6669. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Infornriation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http.7/pair-direct,uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Joseph Rocca 
Patent Examiner 
AU-3616 




